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DETAILED ACTION 

Specification 
Claim Rejections -35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

2. Claims 1-13, 18-19, 25-28 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 

In order for a method to be considered a "process" under §1 01 , a claimed 
process must either: (1) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or 
materials). Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 
U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972). If 
neither of these requirements is met by the claim, the method is not a patent 
eligible process under §101 and is non-statutory subject matter. 

With respect to claim 1 , the steps of "receiving" and "transmitting" of 
information for initiating the bypassing of transcoding are merely data exchange 
over a wireless network. Thus, claim 1 is not a statutory process. Claims 2-13 
are also rejected for the same basis. 

With respect to Claim 18, a computer program is merely a set of 
instructions capable of being executed by a computer; the computer program 
itself is not a process and therefore is considered as non-statutory functional 
descriptive material. Claim 19 refers to a computer readable medium that does 
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not constitute a statutory process, machine, manufacture, or composition matter 
because the medium could potentially by a wireless network and is therefore 
rejected. 

With respect to Claims 25-28, a "message" can be considered as a data 
structure and does not involve steps that "transform" any data per se; therefore, 
the mentioned Claims are merely functional descriptive material and by itself are 
not statutory. See MPEP 2106.01 which stipulates: "Data structures not claimed 
as embodied in computer-readable media are descriptive material per se and are 
not statutory because they are not capable of causing functional change in the 
computer." 

Claim 5 refers to a "list of encoding formats" is not statutory, this claim 
does not involve steps that "transform" any data per se. Therefore, the method 
as claimed is merely functional descriptive material and by itself is not statutory. 

Claim Rejections -35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

4. Claims 1-5, 7-28 are rejected under 35 U.S.C. 102(b) as being anticiapted 
by Tseng et al, US 6,172,974. 



Application/Control Number: 1 0/51 2,1 03 Page 4 

Art Unit: 4153 

Claim 1 is anticipated by Tseng et al. where a metliod is presented to 
perform the bypassing of a pair of transcoders one on the local side the other at 
the distant side of the communication network (column 5, line 62-67, column 6, 
line 1-5). 

Consider claim 2, Tseng et al. teaches a method that provides cross 
transcoding (column 5, line 62-67). 

Consider claim 3, Tseng et al. teaches a method to determine if the distant 
side is able to support other encoding formats compatible with the local side of 
the network (column 6, lines 6-28, Table 1). 

Consider claim 4, Tseng et al. teaches a method based on signaling 
scheme to change the encoding format on the basis of alternative encoding 
(column 8, lines 43-45). 

Consider claim 5, Tseng et al. shows the encoding capabilities and list of 
supported formats (Table 1 ). 

Consider claim 7, Tseng et al. teaches steps for changing the encoding 
format (Figure 3) 

Consider claim 8, Tseng et al. teaches a method to achieve tandem free 
operation, providing transcoding when required, and providing conventional 
tandemed vocoding when vocoder of the terminal elements are incompatible 
(column 5, line 63-67). 

Claim 18 is anticipated by Tseng et al. where the invention comprises a 
"signaling algorithm to achieve TFO across a communication network" (column 5, 
line 44-50). 
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Consider claim 20, Tseng et al. teaches an apparatus for processing 
signals in context with the initiation of a bypass of a pair of transcoders located 
on either side of the communication network ( column 2, line 51-65). 

Consider claim 25, Tseng et al. teaches a message flow sequence in 
order to initiate and perform the bypass of a pair of transcoders located at either 
side of the communication network (Figure 2, column 6, line 6-12). 

Claim 9, 11, 12, 13, 14, 27, 28, rejected in view of Claim l.does not add 
more than what Claim 1 has recited. 

Claim 10, rejected in view of Tseng et al. where Tseng teaches the 
encoding capabilities of the distance side using a frequency table (column 7, 
lines 37-58, Table 1). 

Claim 15, 16, 17 rejected in view of Tseng et al. Tseng teaches a method 
to achieve TFO by providing cross transcoding when the transcoders of the 
particular terminal or network are not identical, and providing transcoding when 
the transcoders are identical (column 5, line 63-67). 

Claim 21 , 22, 23, rejected in view of Tseng et al. includes a transcoding 
device, components for evaluating local and distance encoding information, and 
a transcoding control (Fig. 4). 

Claim 24, rejected in view of Tseng et al. 

Claim 26, rejected in view of Tseng et al. refers to encoding capabilities in 
Table 1 . 
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Claim Rejections -35 USC § 103 



5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claim 6 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tseng at al. in view of Shaffer et al. (Patent Number US 6,324,409). 

The rejection of claim 1 is incorporated herein. Tseng does not address 
the limitations of claim 6, but Shaffer et al. teaches a method to optimize voice 
quality by determining a minimum number of new of transcodings and also 
determines an optimized series of transcoders to be used for the call (column 2, 
line 63-67). Therefore, the combined teachings of Tseng and Shaffer as a whole 
would have rendered obvious determining the optimal encoding configuration 
based on compatible encoding formats. 
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Contact Information 

8. Any inquiry concerning this communication or earlier communications from 
tlie examiner sliould be directed to FRIEDRICH FAHNERT wlnose teleplione 
number is (571)270-7797. The examiner can normally be reached on Monday 
through Thursday 7:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Le Vu can be reached on 571-272-7322. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/FRIEDRICH FAHNERT/ A/u Le/ 

Examiner, Art Unit 4153 Supervisory Patent Examiner, Art Unit 4153 



